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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to cx)mmunication(s) filed on 27 February 2004 . 
2a)H This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-288 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 1-288 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D C!aim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1 ) □ Notice of References Cited (PTO-692) 4) □ Interview Summary (PTCM13) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) Q Other: . 

U.S. Patent and Trademark Office 

PTOL-326 {Rev. 1 -04) Office Action Summary Part of Paper No./Mail Date 1 8 
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DETAILED ACTION 

1 . This action is responsive to communications: amendment filed 2/27/2004, to the original application 
filed 10/20/1998, with provisional filing date of 10/22/1997. 

2. Claims 1-288 remain rejected under 35 U.S.C. 103(a) as being unpatentable over Suzuki, Goertz, Guck, 
and Shimizu. 

3. Claims 1-288 are pending. Claims 1, 145 are independent claims. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if 
the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-288 are rejected under 35 U.S.C. 103(a) as being unpatentable over Suzuki et al. 
(hereinafter Suzuki), U.S. Patent No. 6,213,652 issued April 2001, in view of Goertz et al. (hereinafter 
Goertz), U.S. Patent No. 6,173,295 issued January 2001, and in view of Guck, U.S. Patent No. 5,911,776 
issued June 1999, and further in view of Shimizu et al. (hereinafter Shimizu), U.S. Patent No. 5,943,680 
issued August 1999. 

In regard to independent claim 1, Suzuki teaches a system (a single integrated solution) for delivering 
documents to various destinations via a network (Suzuki Abstract, column 10 lines 19-23; compare with claim 
1 preamble "a system for delivering documents across a network... . Which system comprises:"). 

Suzuki teaches outputting and receiving a data stream in an independent format (PDL) (Suzuki column 
3 lines 38-44). Suzuki does not specifically teach translation of an input stream into a stream having a device 
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independent format. However, Guck teaches automatic format conversion of a document into a specific device 
compatible document via streaming (from one computer to another), and a shadow file on a central computer 
dedicated to a particular output format. Since a source document can be converted to any device specific format, 
the document is device independent (Guck Abstract, column 4 lines 40-55, column 5 lines 19-24, column 8 lines 
55-67; compare with claim 1 "a document generator configured to translate... .format data stream", and "a 
computer configured to receive the device independent format data stream"). It would have been obvious to one 
of ordinary skill in the art at the time of the invention to apply Guck to Suzuki, providing Suzuki the benefit of 
printing to specific printers which will best render a document. 

Suzuki does not specifically teach client side translation of a stream into a device independent format 
However, Shimizu teaches a document composition device for creating document data, said data stored in a 
form that is independent of the capacity of an output device (Shimizu Abstract). Shimizu utilizes a "device 
independent" (DVI) file containing the results of document composition (Shimizu column 3 lines 46-54, column 
4 lines 18-21, column 6 lines 5-10, column 1 1 lines 34-42, Figure 1). Since the relevant items of Shimizu's 
invention are shown in Figure 1, said items are shown as belonging to a single computer system (client side) 
(compare with claim 1 "at a client 's side"). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to apply Shimizu to Suzuki, providing Suzuki the benefit of client side translation to 
provide data exchange compatibility with other various types of document processing apparatuses (see Shimizu 
column 11 lines 35-42). 

Suzuki does not specifically teach selecting a best output device according to compatible features. 
However, Goertz teaches a print server whereby a decision is made by said server regarding selection of an 
appropriate printer able to handle a job request (Goertz column 4 lines 35-40, 48-5 1, Figure 1 items 20, 28, 30, 
3 1, 32; compare with claim 1 "analyze the data stream to determine a best output device by comparing.... devices 
available to the computer"). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply Goertz to Suzuki, because of Goertz 's taught advantage of printer selection, providing a user 
of Suzuki a way to incorporate selection of diverse printer types to accommodate specialized document 
requirements if necessary. 
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Suzuki teaches translating print format data to a device specific format, and transmitting said data to a 
printer (Suzuki Abstract, column 3 lines 38-44, column 10 lines 38-45; compare with claim 1 "the computer 
further being programmed to translate the device.. ..to the best output device"). 

In regard to dependent claim 2, Suzuki teaches a job scheduling ticket comprising a job name, a client 
name (user-name), and various document attributes, including document data (Suzuki column 45 lines 5-27; 
compare with claim 2). 

In regard to dependent claims 3-4, Suzuki does not specifically teach an affinity value for calculating 
a best output device. However, Goertz teaches appropriate selection from a set of diverse printers in order to 
process a print job, suggesting a form of comparison/decision making, which incorporates numerical 
comparison at a coding algorithm level. It would have been obvious to one of ordinary skill in the art at the time 
of the invention to apply Goertz to Suzuki, providing Suzuki the advantage of choosing the best printer to 
handle a special job. (Goertz column 4 lines 35-40, 48-51, Figure 1 items 20, 28, 30, 3 1, 32; compare with 
claims 3-4). 

In regard to dependent claims 5-8, Suzuki teaches a printer job assigned to each printer (Suzuki 
column 48 lines 60-67; compare with claims 5-8). 

In regard to dependent claims 9-12, Suzuki does not specifically teach an affinity value for calculating 
a best output device. However, Goertz teaches appropriate selection from a set of diverse printers in order to 
process a print job, suggesting a form of comparison/decision making, which incorporates numerical 
comparison at a coding algorithm level. It would have been obvious to one of ordinary skill in the art at the time 
of the invention to apply Goertz to Suzuki, providing Suzuki the advantage of choosing the best printer to 
handle a special job. (Goertz column 4 lines 35-40, 48-51, Figure 1 items 20, 28, 30, 3 1, 32; compare with 
claims 9-12). 



Application/Control Number: 09/175,905 Page 5 

Art Unit: 2176 



In regard to dependent claims 13-24, Suzuki teaches a printer job assigned to each printer in a 
multiple printer network (Suzuki column 48 lines 60-67; compare with claims 13-24). 

In regard to dependent claims 25-36, Suzuki teaches a job ticket comprising various elements (i.e. 
printer name, output-bin-name) to be transmitted to a printer (Suzuki column 45 lines 5-27; compare with 
claims 25-36). 

In regard to dependent claims 37-72, Suzuki teaches a separate system comprising a print processor, a 
job accepting means, a queuing means, an output means, a converting means, and a conversion control means 
(Suzuki column 10 lines 19-37; compare with claims 25-72). 

In regard to dependent claims 73-144, Suzuki teaches a job scheduling ticket comprising a job name, 
a client name (user-name), and various document attributes (Suzuki column 45 lines 5-27; compare with claims 
73-144). 

In regard to independent claim 145, Suzuki teaches a system (a single integrated solution) for 
delivering documents to various destinations via a network (Suzuki Abstract, column 10 lines 19-23; compare 
with claim 145 preamble "a system for delivering documents across a network... . which system comprises:' 3 ). 

Suzuki teaches outputting and receiving a data stream in an independent format (PDL) (Suzuki column 
3 lines 38-44). Suzuki does not specifically teach translation of an input stream into a stream having a device 
independent format. However, Guck teaches automatic format conversion of a document into a specific device 
compatible document via streaming (from one computer to another), and a shadow file on a central computer 
dedicated to a particular output format Since a source document can be converted to any device specific format, 
the document is device independent (Guck Abstract, column 4 lines 40-55, column 5 lines 19-24, column 8 lines 
55-67; compare with claim 145 "a document generator configured to selectively translate... .on selection 
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signals", and "a computer configured to receive the device independent format data stream"). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to apply Guck to Suzuki, providing 
Suzuki the benefit of printing to specific printers which will best render a document. 

Suzuki does not specifically teach client side translation of a stream into a device independent format 
However, Shimizu teaches a document composition device for creating document data, said data stored in a 
form that is independent of the capacity of an output device (Shimizu Abstract). Shimizu utilizes a "device 
independent" (DV1) file containing the results of document composition (Shimizu column 3 lines 46-54, column 
4 lines 18-21, column 6 lines 5-10, column 1 1 lines 34-42, Figure 1). Since the relevant items of Shimuzu's 
invention are shown in Figure 1, said items are shown as belonging to a single computer system (client side) 
(compare with claim 145 "at a client 's side"). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to apply Shimizu to Suzuki, providing Suzuki the benefit of client side translation to 
provide data exchange compatibility with other various types of document processing apparatuses (see Shimuzu 
column 1 1 lines 35-42). 

Suzuki does not specifically teach selecting a best output device according to compatible features. 
However, Goertz teaches a print server whereby a decision is made by said server regarding selection of an 
appropriate printer able to handle a job request (Goertz column 4 lines 35-40, 48-51, Figure 1 items 20, 28, 30, 
31, 32; compare with claim 145 "analyze the data stream to determine a best output device by 
comparing.... devices available to the computer"). It would have been obvious to one of ordinary skill in the art 
at the time of the invention to apply Goertz to Suzuki, because of Goertz' s taught advantage of printer selection, 
providing a user of Suzuki a way to incorporate selection of diverse printer types to accommodate specialized 
document requirements if necessary. 

Suzuki teaches translating print format data to a device specific format, and transmitting said data to a 
printer (Suzuki Abstract, column 3 lines 38-44, column 10 lines 38-45; compare with claim 145 "the computer 
further being programmed to translate the data stream.. ..to the best output device"). 



Application/Control Number: 09/175,905 
Art Unit: 2176 



Page 7 



In regard to dependent claim 146, Suzuki teaches a job scheduling ticket comprising a job name, a 
client name (user-name), and various document attributes, including document data (Suzuki column 45 lines 5- 
27; compare with claim 146). 

In regard to dependent claims 147-148, Suzuki does not specifically teach an affinity value for 
calculating a best output device. However, Goertz teaches appropriate selection from a set of diverse printers in 
order to process a print job, suggesting a form of comparison/decision making, which incorporates numerical 
comparison at a coding algorithm level. It would have been obvious to one of ordinary skill in the art at the time 
of the invention to apply Goertz to Suzuki, providing Suzuki the advantage of choosing the best printer to 
handle a special job. (Goertz column 4 lines 35-40, 48-51, Figure 1 items 20, 28, 30, 31, 32; compare with 
claims 147-148). 

In regard to dependent claims 149-152, Suzuki teaches a printer job assigned to each printer (Suzuki 
column 48 lines 60-67; compare with claims 149-152). 

In regard to dependent claims 153-156, Suzuki does not specifically teach creation/comparing an 
affinity value for calculating a best output device. However, Goertz teaches appropriate selection from a set of 
diverse printers in order to process a print job, suggesting a form of comparison/decision making, which 
incorporates numerical comparison at a coding algorithm level. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to apply Goertz to Suzuki, providing Suzuki the advantage of 
choosing the best printer to handle a special job. (Goertz column 4 lines 35-40, 48-5 1, Figure 1 items 20, 28, 30, 
31, 32; compare with claims 153-156). 

In regard to dependent claims 157-168, Suzuki teaches a printer job assigned to each printer in a 
multiple printer network (Suzuki column 48 lines 60-67; compare with claims 157-168). 
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In regard to dependent claims 169-180, Suzuki teaches a job ticket comprising various elements (i.e. 
printer name, output-bin-name) to be transmitted to a printer (Suzuki column 45 lines 5-27; compare with 
claims 169-180). 

In regard to dependent claims 181-216 , Suzuki teaches a separate system comprising a print 
processor, a job accepting means, a queuing means, an output means, a converting means, and a conversion 
control means (Suzuki column 10 lines 19-37; compare with claims 180-216). 

In regard to dependent claims 217-288, Suzuki teaches a job scheduling ticket comprising a job name, 
a client name (user-name), and various document attributes (Suzuki column 45 lines 5-27; compare with claims 
217-288). 

Response to Arguments 

6. Applicant's arguments filed 2/27/2004 have been fully and carefully considered but they are not 
persuasive. 

It is respectfully noted that Applicant has amended the preambles of the independent claims. Since the 
preamble of a claim has no patentable weight, said amendment does not serve to significantly narrow and/or 
change the scope of the claimed invention. In addition, said amendment is not a positive limitation to the extent 
that it serves to describe results, rather than to describe said invention. 

Applicant argues on page 55 of the amendment (top half) that the invention described in the instant 
application can support any output device. The examiner respectfully notes Guck teaches document conversion 
so as to be compatible with various devices (see Guck Abstract (near bottom), also column 5 lines 19-24, 
Figure 1). 
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Regarding Applicant's arguments on pages 55-58 of the amendment, the examiner respectfully notes 
that all four references of record are in the same general field of endeavor, and are combined by the examiner to 
teach and/or fairly suggest Applicant's claimed invention using motivation when necessary. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set forth 
in37CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of this 
final action and the advisory action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no 
event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to William Bashore whose telephone number is (703) 308-5807. The examiner can 
normally be reached on Monday through Friday from 1 1 :30 AM to 8:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Joseph Feild, can be reached on (703) 305-9792. 

Any inquiry of a general nature or relating to the status of this application should be directed to the 
Group receptionist whose telephone number is (703) 305-3900. 
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9. 



Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 
Washington, D.C 20231 

or faxed to: 

(703-872-9306) (for formal/after-final communications intended for entry) 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA, Fourth Floor (Receptionist). 



William L. Bashore 
Patent Examiner, AU 2176 
May 13,2004 



yOOSEPH FEILD 
SUPERVISORY PATENT EXAMINER 




